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Trademark protection abroad

The national route

The regional route

The international route: The Madrid Protocol

Which option to choose, depends on a number of factors 
and in particular the export markets of interest





Market by Market Filing

China
Maintenance

Germany

Norway

USA

Maintenance

Maintenance

Maintenance



Statistics Cabo Verde

Cabo Verde received in 2020 a total of 214 applications 

78 filed by residents and 136 filed by non-residents

In 2017-2018, export industry in Cabo Verde filed for 

protection of their marks for +60 applications (classes of 

goods/services) abroad (in OAPI, Algeria, Brazil, Canada, EU, 

Indonesia, Mexico, USA and Viet Nam)

All these jurisdictions are members of the Madrid System 
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Madrid System

WIPO

China

Maintenance 

* optional

Germany

Norway

USA



How the Madrid System Works

The International Trademark Registration Process



Geographical coverage

128 countries covered by 112 members

Over 80% of world trade

Recent accessions:

2019:  Brazil, Canada, Malaysia

2021: Trinidad and Tobago, Pakistan and the UAE

Expansion to Guernsey and Gibraltar

2022:  Jamaica, Chile (July 4), Cape Verde (July 6)



Members of the Madrid System  

*All are party to the Protocol, the governing

treaty, while 55 are also party to the Agreement

112 members* (including EU and OAPI) 

covering 128 countries



Benefits for the trademark owner

One application, one language, one currency

Designate all possible members – except country of origin

One Madrid application = bundle of national rights

No requirement of translation or foreign representative 

Expectation of timelines (within which action must be taken)

Can add countries to the IR later as business expands

Easy management of portfolio

Saves costs



Local industry, the Office and government

Where it is the Office of origin: 

It empowers local industry, in particular, the SMEs

Provides easier access to export markets

Promotes international trade and further development of export

Where the Contracting Party is designated:

Simplified examination in the Office

Provides more favorable climate for foreign investment

More filings means economic growth



Role of the local attorneys and agents

Develop trademark strategies for local clients/businesses

Advise and assist on options for protection 

Assist with national and international applications

Assist foreign clients with enforcing rights in the country

Act on their behalf towards the Office

Respond to refusals and file oppositions

Initiate cancellation actions 



Costs comparison - applications

Madrid System

Basic fee (mark in b/w or color)

Fees for designating members

Example: designating CN, DE, 

NO, US for a mark in color for 

2 classes of goods/services 

= CHF 2,513

National Route

NA

Official fees for 4 countries

Additional costs:

4 x translations 

4 x local attorney fees



Top 20 Filing Origins (2021)



Top 20 Designated Members (2021)



THE INTERNATIONAL APPLICATION

MM2



General considerations: Check list

Entitlement 

Basic mark: National/regional application or registration

Is the international mark identical to the basic mark?

Does the basic mark cover the relevant goods/services?

Will the mark be used in the same way in all markets of 

interest? 

Countries of interest – now or in the future, how many? 

Use Madrid tools on the website



Global Brand 
Database

 Search existing
marks from 
national & 
international 
sources

 Trademarks, 
appellations of 
origin & official 
emblems

Madrid Monitor

 Track real-time 
status of 
Registration

 Watch
competitors’   
marks 

 E-alerts 

 Consult WIPO
Gazette

Madrid Portfolio 
Manager

 Access 
documents & 
certificates

 Request changes

 Modify, designate 
& renew

 Pay fees

Madrid 
Application 
Assistant

Madrid Goods & 
Services Manager

Member Profiles 
Database 

Fee Calculator

http://www.wipo.int/branddb/en/
http://www.wipo.int/branddb/wo/en/
https://www3.wipo.int/mpm
https://www.wipo.int/madrid/application-assistant/
http://www.wipo.int/madrid/en/fees/calculator.jsp


The applicant must 

have a connection (entitlement) with a member through 

nationality, domicile or place of business (“a real and effective 

industrial or commercial establishment”) – Office of origin (OO)

have a “basic mark” (application/registration with the OO)

submit an international application through the OO

Requirements for using the Madrid System
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The International application form

Form MM2

Madrid e-Filing or the online system of the Office of origin

Madrid Application Assistant

https://www.wipo.int/madrid/en/forms/

https://www.wipo.int/madrid/en/forms/




Madrid Application Assistant (MAA)





Mandatory information

Name and address, 

including email address

Entitlement

Basic mark details

Representation of mark

Transliteration, where

applicable

Type of mark

List of goods/services

Designations

MM18 for the USA

Fees

Submit form to Office of 

origin



Optional information

Reference number

Address for correspondence

Nationality/legal nature

Appoint representative

Claim priority, color and/or 

seniority (MM17)

Translation into E/F/S or 

declare that it has no meaning

Description of the mark 

Disclaimer

Limitation of goods/services

2nd language for the EU



Goods and Services

Must be within the scope of the basic mark

Grouped in the appropriate classes of the Nice Classification

Use MGS: +130,000 terms in English, pre-approved by WIPO

Fully aligned with the latest version and edition of Nice

“Check acceptance features” by designated members

http://web2.wipo.int/nicepub/edition-20130101/taxonomy/?==&mode=flat
http://intranet.wipo.int/portal/en/


Designations

Some members have specific requirements, for which specific 

information may need to be provided on the MM2 form or on a 

separate form   

The EU: Second language and seniority claim

Declaration of intent to use the mark in commerce 

In the MM2 or separate form (USA – MM18)

Fees payable in two parts (Brazil, Cuba, Japan)

The geographical coverage of the designation



Designations*

* Mandatory information



Fees in the Madrid System

Handling fee to the Office of origin?

Fees are payable to WIPO in Swiss francs (CHF)

Basic fee (653/ 903 CHF for b/w or color marks) * 

Fees for each designated member:

Standard fees OR

Individual fees, where this is declared

Use the Fee Calculator to estimate the fees to be paid

* Applicants from Least Developed Countries benefit from a 90% reduction in the basic fee

http://www.unohrlls.org/about-ldcs/








What happens next?



The International Trademark Registration Process

Video:

http://www.wipo.int/multimedia-video/en/madrid/use_madrid_system.ogg
http://www.wipo.int/multimedia-video/en/madrid/use_madrid_system.ogg
http://www.wipo.int/multimedia-video/en/madrid/use_madrid_system.ogg




The Office of the designated member

The role of the Office follows from the domestic legislation

which sets the conditions for protecting a mark

The Office will decide on the scope of protection, by granting

protection or refusing protection within a time limit

If the Office has refused protection, the holder may contest

this through a local representative



Maintenance and management of the 

international registration



Centralized management

Subsequent designations

Recording changes (holder’s name and address, 

changes in ownership etc.)

Restrictions (limitation, renunciation and cancellation)

Renewal
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Be aware that….

Some members require the holder to submit forms for use

The IR is depending on the fate of the basic mark for a 

period of 5 years

Transformation:  Where the IR is cancelled due to the 

ceasing of effect of the basic mark the holder can transform

the right into national rights

Replacement:  The holder can benefit from the date of 

protection for an earlier national right



The New Guide on the Madrid System



Tutorials
Play our Madrid “How-

to” videos 

YouTube channel
Access our videos on the Madrid 

System on YouTube

Webinars
Access Madrid Webinars 

recordings and stay tuned 

for new topics 

Questions
Send us your questions, comments 

or suggestions

Madrid News
Subscribe to Madrid News

Stay informed

Our Website
Visit the Madrid System 

Website

https://www.wipo.int/madrid/en/tutorials.html
https://www.youtube.com/playlist?list=PLsm_LOEppJax-XDdxsPF7AN8k2CWt076X
https://www.wipo.int/madrid/en/webinar/#upcoming
https://www3.wipo.int/contact/en/madrid/
https://www.wipo.int/newsletters-archive/en/madrid_notices.html
https://www.wipo.int/madrid/en/index.html
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